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DETAILED ACTION 
Claims Status 

Claims 1-25 are currently under examination. Claims 26-37 are withdrawn from 
further consideration pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected case 
hardening method, there being no allowable generic or linking claim. Election was 
made without traverse in the reply filed on 27 October 2006. Applicant's election of a 
case hardening apparatus without traverse for claims 1-25 in the reply filed on 27 
October 2006 is acknowledged. 

Specification 

The abstract of the disclosure is objected to because it exceeds 150 words in 
length. Correction is required. See MPEP § 608.01(b). 

The disclosure is objected to because of the following informalities: "to force" 
should be deleted from [0007], "khz" should be replaced with "kHz" in [0030], "kw" 
should be replaced with "kW" in [0030], and "Fig. 5" should be replaced by "Fig. 6" in 
[0033] and [0035]. Appropriate correction is required. 

Drawings 

New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because the drawings are informal and the numerals within the drawings are 
difficult to read because they are in gray regions. Applicant is advised to employ the 
services of a competent patent draftsperson outside the Office, as the U.S. Patent and 
Trademark Office no longer prepares new drawings. The corrected drawings are 
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required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 

Claim Objections 

Claims 8, 17 and 25 are objected to because of the following informalities: 
"radially inwardly" should be replaced by "radially inward". Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9, 1 1-18 and 23 are rejected under 35 U.S.C. 112, 2 nd paragraph as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 9 recites the limitation "said ring proximal vertex". There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 1 1 and 23 recite the limitation "said ring proximal said vertex". There is 
insufficient antecedent basis for this limitation in the claim. 

Claims 12-18 are rejected because they depend from base claim 1 1 . 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 



Application/Control Number: 10/765,373 Page 4 

Art Unit: 1742 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1 and 3-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
West (US 4,628,167). 

In regards to claim 1 , West ('167) discloses an apparatus for hardening a 
workpiece (abstract). This apparatus would be comprised of a ring of conductive 
material having an inner diameter and an outer diameter and opposing planar sides 
(See Figure 6 and col. 7, lines 40-68). An insulator (dielectric) material would be fixed to 
one side of the conductive ring. An insulator (dielectric) material would also be fixed to 
the other side of the conductive ring (See Figure 6 and col. 7, lines 40-68). 

In regards to claim 3, West ('167) discloses an apparatus for hardening a 
workpiece with a ring with quenching holes that would extend into the dielectric material 
(See Figure 5 and col. 7, lines 1-30). 

In regards to claim 4, West ('167) does not specify that the insulator (dielectric) 
material on one side of the conductive ring would be different than the insulator 
(dielectric) on the opposite side of the ring. Therefore, it would be inherent that the 
insulators would be made of the same insulating material. See MPEP 2112 IV. 

In regards to claim 5, West ('167) discloses that the ring of conductive material 
would be made of a copper metal, (col. 6, lines 45-68). 
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In regards to claim 6, West ('167) discloses conductive teeth that would extend 
radially from the inner diameter of the teeth of the ring (See Figure 6). 

Claims 1 and 4-6 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Batz et al. (US 6,939,448). 

In regards to claims 1 and 4-5, Batz et al. ('448) disclose an apparatus for 
hardening workpieces by electroplating metals such as platinum on the surfaces (col. 
12, lines 45-65 and Figure 10). The platinum ring would be displaced between two 
dielectric materials (col. 12, lines 45-65 and Figure 10). The dielectric material would be 
made of the same Teflon dielectric material (col. 8, lines 31-66). 

In regards to claims 6, Batz et al. ('448) disclose an apparatus for hardening 
workpieces by electroplating metals such as platinum on the surfaces (col. 12, lines 45- 
65). A plurality of teeth extend radially from the inner diameter of the ring and there 
would be a slot that would extend radially inward (See Figures 8-9). 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable 

over West (US 4,628,167). 
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In regards to claim 2, West ('167) discloses an apparatus for hardening a 
workpiece (abstract) as shown above, but West 067) does not specify a cooling jacket. 
However, West ('167) does specify that this apparatus is comprised of multiple 
quenching tubes that would be next to and would pass through the dielectric materials 
(See Figure 6 and col. 8, lines 35-68). Having the tube within the dielectric frame would 
allow most of the energy from the coolant to be stored within the dielectric frame and 
transferred to the workpiece thereby forming the equivalent of a cooling jacket. See 
MPEP 2144.06. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
West (US 4,628,167) in view of Trager (US 3,288,699). 

In regards to claims 7 and 8, West ('167) discloses an apparatus for hardening a 
workpiece as shown above, but West ('167) does not specify that a slot formed from the 
conductive material would extend radially toward the tip of the teeth. 

Trager ('044) discloses a slot formed on the conductive material that would 
extend radially toward the tip of one of the teeth (col. 3, lines 50-66). This slot allows a 
workpiece to be rotated at a predetermined rate when vertically displaced (col. 3, lines 
50-66). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to put a slot in the conductive material as disclosed by 
Trager ('044) on the apparatus for hardening a workpiece, as disclosed by West ('167), 
in order to rotate a workpiece at a predetermined rate when vertically displaced, as 
disclosed by Trager ('044) (col. 3, lines 50-66). 
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Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Batz et 
al. (US 6,939,448). 

In regards to claim 10, Batz et al. ('448) disclose an apparatus for hardening 
workpieces by electroplating metals such as platinum on the surfaces (col. 12, lines 45- 
65). Batz et al. ('448) also disclose that the gaps around the conductive material would 
be 0.10-0.30 inches tall (col. 7, lines 7-46 and Figure 3). Therefore, it would be 
expected that the height (thickness) of the teeth portion would be at most 0.30 inches 
tall, which overlaps with the claimed invention and establishes a prima facie case of 
obviousness. See MPEP 2144.05 I. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to select the desired conductive material 
thickness from the conductive material thickness of Batz et al. (448) because Batz et 
al. (448) disclose the same utility throughout the whole disclosed range. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Batz et al. (US 6,939,448) in view of Trager (US 3,288,699). 

In regards to claims 7 and 8, Batz et al. (448) discloses an apparatus for 
hardening a workpiece as shown above, but Batz et al. (448) do not specify that a slot 
formed from the conductive material would extend radially toward the tip of the teeth. 

Trager (044) discloses a slot formed on the conductive material that would 
extend radially toward the tip of one of the teeth (col. 3, lines 50-66). This slot allows a 
workpiece to be rotated at a predetermined rate when vertically displaced (col. 3, lines 
50-66). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to put a slot in the conductive material as disclosed by 
Trager ('044) on the apparatus for hardening a workpiece, as disclosed by Batz et al. 
('448), in order to rotate a workpiece at a predetermined rate when vertically displaced, 
as disclosed by Trager ('044) (col. 3, lines 50-66). 

Claims 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
West ((US 4,628,167) in view of Trager (US 3,288,699). 

In regards to claim 19, West ('167) discloses an apparatus for hardening a 
workpiece (abstract). This apparatus would be comprised of a ring of conductive 
material having an inner diameter and an outer diameter and opposing planar sides 
(See Figure 6 and col. 7, lines 40-68). There would be a plurality of conductive teeth 
extending radially from the inner diameter (See Figure 5). 

West ('167) discloses an apparatus as shown above, but West ('167) does not 
specify that the slot formed from the conductive material would extend radially toward 
the tip of one of the teeth. 

Trager ('044) discloses a slot formed on the conductive material that would 
extend radially toward the tip of one of the teeth (col. 3, lines 50-66). This slot allows a 
workpiece to be rotated at a predetermined rate when vertically displaced (col. 3, lines 
50-66). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to put a slot in the conductive material as disclosed by 



Application/Control Number: 10/765,373 Page 9 

Art Unit: 1742 

Trager ('044) on the apparatus for hardening a workpiece, as disclosed by West ('167), 
in order to rotate a workpiece at a predetermined rate when vertically displaced, as 
disclosed by Trager ('044) (col. 3, lines 50-66). 

In regards to claim 20-21, West ('167) discloses an apparatus for hardening a 
workpiece (abstract) as shown above, but West ('167) does not specify a cooling jacket. 
However, West ('167) does specify that this apparatus is comprised of multiple 
quenching tubes that would be next to and would pass through the dielectric materials 
(See Figure 6 and col. 8, lines 35-68). An insulator (dielectric) material would be fixed to 
one side of the conductive ring. An insulator (dielectric) material would also be fixed to 
the other side of the conductive ring (See Figure 6 and col. 7, lines 40-68). Having the 
tube within the dielectric frame would allow most of the energy from the coolant to be 
stored within the dielectric frame and transferred to the workpiece thereby forming the 
equivalent of a cooling jacket. See MPEP 2144.06. 

In regards to claim 22, West ('167) discloses that the ring of conductive material 
would be made of a copper metal, (col. 6, lines 45-68). 

Claims 19, 22 and 24-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Batz et al. (US 6,939,448) in view of Trager (US 3,288,699). 

In regards to claims 19 and 25, Batz et al. ('448) disclose an apparatus for 
hardening workpieces by electroplating metals such as platinum on the surfaces (col. 
12, lines 45-65 and Figure 10). A ring of conductive material having would be displaced 
between two dielectric materials (col. 12, lines 45-65 and Figure 10). The dielectric 
material would be made of the same Teflon dielectric material (col. 8, lines 31-66). A 
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plurality of teeth extend radially from the inner diameter of the ring and there would be a 
slot that would extend radially inward (See Figures 8-9). 

Batz et al. ('448) disclose an apparatus as shown above, but Batz et al. ('448) 
does not specify that the slot formed from the conductive material would extend radially 
toward the tip of one of the teeth. 

Trager ('044) discloses a slot formed on the conductive material that would 
extend radially toward the tip of one of the teeth (col. 3, lines 50-66). This slot allows a 
workpiece to be rotated at a predetermined rate when vertically displaced (col. 3, lines 
50-66). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to put a slot in the conductive material as disclosed by 
Trager ('044) on the apparatus for hardening a workpiece, as disclosed by Batz et al. 
('448), in order to rotate a workpiece at a predetermined rate when vertically displaced, 
as disclosed by Trager ('044) (col. 3, lines 50-66). 

In regards to claim 22, Batz et al. ('448) disclose an apparatus for hardening 
workpieces by electroplating metals such as platinum on the surfaces (col. 12, lines 45- 
65 and Figure 10). The platinum ring would be displaced between two dielectric 
materials (col. 12, lines 45-65 and Figure 10). 

In regards to claim 24, Batz et al. ('448) disclose an apparatus for hardening 
workpieces by electroplating metals such as platinum on the surfaces (col. 12, lines 45- 
65). Batz et al. ('448) do not specify the claimed thickness of the conductive material. 
However, Batz et al. ('448) also disclose that the gaps around the conductive material 
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would be 0.10-0.30 inches tall and based on Figure 3, the teeth and the gap size are 
very similar in size (col. 7, lines 7-46 and Figure 3). Therefore, it would be expected that 
the height (thickness) of the teeth portion would be at most 0.30 inches tall, which 
overlaps with the claimed invention and establishes a prima facie case of obviousness. 
See MPEP 2144.05 I. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to select the desired conductive material thickness from 
the conductive material thickness of Batz et al. ('448) because Batz et al. ('448) 
disclose the same utility throughout the whole disclosed range. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessee Roe whose telephone number is (571) 272- 
5938. The examiner can normally be reached on Monday-Friday 8 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JR 



ROY KING 1 
SUPERVISORY PATENT EXAMINER 
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